United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/507.253 



02/00/2000 



2292 7590 03/18/2008 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



3273-0218PUS1 



ARNBERG, MEGAN C 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
03/18/2008 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

mailroom@bskb.com 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/567,253 


Applicant(s) 
TAKAI ET AL. 


Examiner 

MEGAN ARNBERG 


Art Unit 

1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takai (US 2003/0059618). 

Regarding claim 1 : Takai teaches a composition comprising an epoxy resin 
composition and a cationic polymerization initiator (paras. 35-36). The composition 
comprises 10-100 parts by weight of an alicyclic epoxy compound which has no ester 
groups (formula (I)), and 0 to 90 parts by weight of another epoxy compound. This 
overlaps the claimed percentages of the ester-free alicyclic epoxy compound and the 
another epoxy compound. Also disclosed is the cationic polymerization initiator in an 
amount of 0.05-5 parts by weight to 100 parts by weight of the epoxy resin (para. 86), 
which overlaps the claimed range (paras. 35-36). 

Regarding claim 2: Takai further teaches a compound of a copolymer having at 
least one glycidyl group and/or alicyclic epoxy group in the molecule in an amount of 1- 
50 parts by weight to 1 00 parts by weight of the sum of the two epoxy compounds 
(para. 36). The copolymer contains glycidyl acrylate monomers, which makes it an 
acrylic resin (para. 135). 
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Regarding claim 3: Takai further teaches the copolymer containing glycidyl 
acrylate monomers also contains hydroxyethyl acrylate, which would give the copolymer 
hydroxyl groups (para. 137). 

Regarding claim 4: Takai teaches the compound: 




[0036] ("wherein X represent* a divalent group selected 
feam oxvgea stem, Rilfur atom, — SO — » — SQ 2 — , 
— CHj— i — CtCHj^— « — CBr s — , —CiCEi^—, 
-^qCF,)a— , — aocl 3 )j— aad — c'ffi;c 5 R 5 )— ( or a 

ssnse or diffrrrn- ir.d c irh rtp.-ewr.-* .lyi—'grn it:-, hslr- 
jjec atom, a hydrocarbon group which may contain sxygfE 
atom or hstogen atom, &nd an eSkoxyl groa^ which may 

have substitecnt gfc&§s); 0 to 90 parts by w&fc of a x can be a single bond (paras. 35-36). 

Regarding claim 7: Takai teaches a cured product having excellent transparency 
(abstract). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 



the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takai (US 
2003/0059618) as applied to claims 1-3 above and in view of Crivello (U.S. Pat. 
6,210,790). 

Regarding claim 5: Takai teaches the basic composition as set forth above. Not 
disclosed is the compound of structural formula: 




. However, Crivello teaches a transparent polymer (abstract) 
comprising cationic photoinitiators (col. 1 lines 48-55) and a 1 ,2,5,6-cyclooctadiene 
dioxide (col. 6 line 4-30). Takai and Crivello are combinable because they are both 
concerned with the same field of endeavor, namely composition comprising alicyclic 
epoxy resins for transparent materials. At the time of the invention a person having 
ordinary skill in the art would have found it obvious to combine the 1,2,5,6- 
cyclooctadiene dioxide of Crivello with the composition of Takai and would have been 
motivated to do so for such desirable properties as formability, flexibility, lower 



Application/Control Number: 10/567,253 Page 5 

Art Unit: 1796 

processing temperatures, resistance to breakage and lighter weight of the transparent 
plastics as substitutes for glass, as stated by Crivello (col. 1 lines 10-20). 



Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takai (US 
2003/0059618) as applied to claims 1-3 above and in view of Starcher et al. (U.S. Pat. 
3,278,456). 

Regarding claim 6: Takai teaches the basic composition as set forth above. Not 
disclosed is the compound of structural formula: 



However, Starcher et al. teaches 
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. ^dicai. jn a polymerizable composition. Takai and 

Starcher et al. are combinable because they both concerned with the same field of 
endeavor, namely cured products comprising ester-free alicyclic epoxy compounds. At 
the time of the invention a person having ordinary skill in the art would have found it 
obvious to combine the ester-free alicyclic epoxy compound of Starcher et al. with the 
composition of Takai and would have been motivated to do so for such desirable 
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properties as ability to be intricately molded, sustain high pressure and heat and easy 
handling, as stated by Starcher et al. (col. 1 lines 10-38). 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MEGAN ARNBERG whose telephone number is 
(571)270-3292. The examiner can normally be reached on Monday - Friday 7:30-5:00 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571) 272-1 197. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo/ /M.A.I 

Supervisory Patent Examiner, Art Unit 1796 Examiner, Art Unit 1796 

1 -Mar-08 February 28, 2008 



